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- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Claim Objections 

1 . Claim 1 8 objected to because of the following informality: It appears that the phrase 
"arranged in a similar as the EMI shielding layer" should read "arranged in a similar way to the 
EMI shielding layer." Appropriate correction is requested. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 20-22 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claims 20 and 22 recite the limitation "the second EMI shielding layer." There is 
insufficient antecedent basis for this limitation in the claims. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-4, 12-13, 20 and 22 are rejected under 35 U.S.C. 102(b) as being anticipated by 
USPN 4,040,937 to Iijima et al. (hereinafter referred to as Iijima). 

Regarding claims 1-4, 12-13, 20 and 22, Iijima discloses a compound material that at 
least comprises a first high heat conductive layer (1) and a first EMI shielding layer (6 or 7) 
which are integrated together, among which the first EMI shielding layer form a plurality of pre- 
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set comparted portions (see entire document including column 5, line 7 through column 6, line 9 
and Figures 5-8). It is noted that the examiner interprets the claimed "high heat conductive 
layer" as a layer of material that is thermally conductive. 

Regarding claims 2-4, Iijima discloses that the first high heat conductive layer and the 
first EMI shielding layer are overlapped in a vertical direction (Figures 5-8). 

Regarding claims 3 and 4, Iijima discloses that the arrangement of the comparted portions 
of the first EMI shielding layer may be tessellated (Figures 5-8). 

Regarding claims 4 and 13, Iijima discloses that the comparted portions are a plurality of 
EMI shielding blocks comprising EMI shielding material (Figures 5-8). 

Regarding claims 12-13, 20 and 22, Iijima discloses that a second high heat conductive 
layer may be overlapped on the first EMI shielding layer opposite to the first heat conductive 
layer (Figures 5-8). 

Regarding claims 20 and 22, Iijima discloses that the EMI shielding blocks may be made 
from copper or aluminum. 

6. Claims 1-20 and 22-24 are rejected under 35 U.S.C. 102(b) as being anticipated by USPN 
5,632,942 to Yeh et al. (hereinafter referred to as Yeh) in view of (to show inherency) USPN 
4,598,017 to Bayer et al. (hereinafter referred to as Bayer). 

Regarding claims 1-20 and 22-24, Yeh discloses a compound material that at least 
comprises a first high heat conductive layer (1) and a first EMI shielding layer (2) which are 
integrated together, among which the first EMI shielding layer form a plurality of pre-set 
comparted portions (see entire document including column 5, line 9 through column 7, line 47 
and Figures 1C and 3). Yeh discloses that the first high heat conductive layer (1) can comprise 
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aluminum oxide (column 5, lines 19-25). Bayer discloses that aluminum oxide is a highly heat 
conductive material (column 4, lines 16-28). 

Regarding claim 2-11, Yeh discloses that the first high heat conductive layer and the first 
EMI shielding layer are overlapped in a vertical direction (Figure 1C). 

Regarding claims 3-11, Yeh discloses that the arrangement of the comparted portions of 
the first EMI shielding layer may be tessellated (Figure 3). 

Regarding claims 4-11, Yeh discloses that the comparted portions are a plurality of EMI 
shielding blocks comprising EMI shielding material (paragraph bridging columns 6 and 7). 

Regarding claims 5-1 1 and 14, Yeh discloses that the EMI shielding blocks are separately 
and alternately arranged (Figure 3). 

Regarding claims 6-1 1, 20 and 22-24, Yeh discloses that the EMI shielding blocks may 
be made from electromagnetic wave absorbing material (column 7, lines 4-29). 

Regarding claims 7-11,15-19 and 23-24, Yeh does not specifically mention planography 
printing, but Yeh does disclose that the EMI blocks may be formed by a substantially identical 
method such as screen printing (column 6, lines 52-57). It is the examiner's position that the 
article of the applied prior art is identical to or only slightly different than the claimed article. 
Even though product-by-process claims are limited by and defined by the process, determination 
of patentability is based on the product itself The patentability of a product does not depend on 
its method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process. In re Thorpe, 221 USPQ 964, 966 (Fed. Cir. 1985). The 
burden has been shifted to the applicant to show obvious difference between the claimed product 
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and the prior art product. In re Marosi, 218 USPQ 289 (Fed. Cir. 1983). The applied prior art 
either anticipated or strongly suggested the claimed subject matter. It is noted that if the 
applicant intends to rely on Examples in the specification or in a submitted declaration to show 
non-obviousness, the applicant should clearly state how the Examples of the present invention 
are commensurate in scope with the claims and how the Comparative Ex:amples are 
commensurate in scope with the applied prior art. 

Regarding claims 8-11, Yeh discloses that a second high heat conductive layer may be 
overlapped on the first EMI shielding layer opposite to the first heat conductive layer (Figures 
1C). 

Regarding claims 9-11,16-19 and 23-24, Yeh discloses that a second EMI shielding layer 
may be overlapped on the first second conductive layer opposite to the first EMI shielding layer 
(Figure 1C). 

Regarding claims 10-1 1, 17-19 and 24, Yeh discloses that second EMI shielding layer 
may be identical to the first EMI shielding layer and that the two layers may be staggered 
(paragraph bridging columns 6 and 7 and Figure 3). 

Regarding claim 1 1, Yeh discloses that a third high heat conductive layer may be 
overlapped on the second EMI shielding layer opposite to the second heat conductive layer 
(Figure 1C). 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 5-11, 14-19 and 23-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over USPN 4,040,937 to Iijima (as applied to claims 1-4, 12-13, 20 and 22 above). 

Regarding claims 5-1 1, 14-19 and 23-24, Iijima does not specifically show EMI shielding 
blocks separately arranged, but Iijima does disclose that the shape and the arrangement of the 
holes may be selected arbitrarily (column 6, lines 6-9). Iijima also discloses that the holes are 
present so that the resin on both sides of the EMI shielding layer can be united to increase 
adhesion strength (column 5, lines 53-62). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to make the holes in any suitable arrangement, 
such as separately arranged, because it is understood by one of ordinary skill in the art that the 
size of the holes determines the adhesion strength between the resin layers and because it has 
been held that discovering an optimum value of a result effective variable involves only routine 
skill in the art. 

Regarding claims 6-11 and 23-24, Iijima discloses that the EMI shielding blocks may be 
made from copper or aluminum. 

Regarding claims 7-1 1, 15-19 and 23-24, Iijima discloses a variety of methods including 
an insert molding method (column 7, line 16 through column 8, line 6). 
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Regarding claims 8-11, Iijima discloses that a second high heat conductive layer may be 
overlapped on the first EMI shielding layer opposite to the first heat conductive layer (Figures 5- 
8). 

Regarding claims 9-11,16-19 and 23-24, Iijima discloses that a second EMI shielding 
layer may be overlapped on the first second conductive layer opposite to the first EMI shielding 
layer (column 5, lines 42-52 and Figures 3-4). 

Regarding claims 10-11,17-19 and 24, Iijima discloses that second EMI shielding layer 
may be identical to the first EMI shielding layer and that the two layers may be staggered 
(Example 2 and Figure 3). 

Regarding claim 11, Iijima discloses that a third high heat conductive layer may be 
overlapped on the second EMI shielding layer opposite to the second heat conductive layer 
(column 5, lines 42-52 and Figures 3-4). 

9. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 4,040,937 
to Iijima as applied to claims 1-4, 12-13, 20 and 22 above, and further in view of USPN 
6,720,082 to Hashimoto et al. (hereinafter referred to as Hashimoto). 

Iijima does not specifically mention the use of aluminum oxide to make the resin 
conductive, but Iijima discloses that an electrically conductive material such as carbon powder or 
a metal powder may be used (column 6, lines 47-62). Hashimoto discloses that in addition to 
carbon powders and metal powders, it is known in the conductive resin art that aluminum oxide 
particles may be added to a resin to make it conductive (column 12, lines 40-54). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made to make 
the conductive powder from any suitable conductive material, such as A1 2 0 3 , because it has been 



i 



Application/Control Number: 10/813,164 



Page 8 



Art Unit: 1771 

held to be within the general skill of a worker in the art to select a known material on the basis of 
its suitability. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew T. Piziali whose telephone number is (571) 272-1541. 
The examiner can normally be reached on Monday-Friday (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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